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REMARKS 



Claim 1 has been amended toi incorporate the subject matter of 



claims 3 and 4, which have been 



canceled herein without prejudice 



or disclaimer. Claim 14 has also been canceled herein without 
prejudice or disclaimer, as redixjidant in light of the amendment of 
claim 1. The dependency of claims 5 and 15 has been amended as a 
result of the cancellation of tlie previous base claims. Claim 13 
has been amended to better conform with U.S. practice. Support 
for the amendments is found in the specification and original 
claims, including page 6, lines 129-31. Upon entry of the present 
amendment, claims 1, 2, 5-9, ll,|l3, and 15 will be pending. 

Applicants ac3cnowledge with appreciation that the previous 
rejections for indef initeness have been withdrawn. The rejections 
for obviousness of claims 1-9, 11, and 13-15 over Luck et al . in 

view of Watanabe and seperatelj/ in combination with Hemstreet, 

I 

have been maintained. These rejjectiong are respectfully traversed 
for the reasons given below, and; reconsideration is requested. 



Rejections under 35 U.S. C. § 103 1(a) for obviousness 

Claims 1-3, 6-9, 11 and 14 are rejected as allegedly obvious 



over Luck in view of Watanabe . 
of the Examiner's observations, 



Without conceding the correctness 
it is respectfully submitted that 
the previous basis for rejection does not apply to claim 1 as 
amended . ! 

First, claim 1 as amended makes it abundantly clear that in 
the claimed method at least two microscope images are taken of the 
same sample, which prior to taking the microscope images has been 
marked with different chemical barkers for each image . This is 

i 

described in the specif ication ; in the specification at page 4, 
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last paragraph and page 5, first paragraph, where the method of 
claim 1 is described. The passage states inter alia that during 
the process of marking, image generation and bleaching with 
several markers, the positions of the biological objects (e.g., 
lymphocytes) will remain \inchan,ged, which al-lows a matching and 
coincidence comparison, respectively, of the positions in the 
different images. Luck neither peaches nor fairly suggests taking 
two or more images of a sample containing biological objects, 
wherein the biological objects ^ire marked with different chemical 
markers before the individual microscope images are taken 



According to the Examiner 
teaches taking at least two 



including a plurality of biological objects. Luck states that "the 
camera 20 takes electronic images of these areas and sends the 
images to the processing system 22." However, it is apparent that 



the images meant by Luck are 



method of the present invention 



^IMOARTBN. SCHURSIH. 
GAGNEBZH £ hZBOVJCl LLP 
TZL, (617) 542-3290 
PAX. (617) 451-Q313 



Luck at column 4, lines 13-19 
microscope images of a sample 



images of different areas, i.e. 



different biological objects in the same field, in contrast to the 



wherein at least two microscope 



images are taken from the same sample (i.e., the same field). 
Luck does also not teach or fairly suggest labeling the biological 
objects to be determined with different chemical markers for each 
image, in the sense of the method recited in claim 1 as amended. 
Luck at coliamn 8, lines 3:?-35 merely teaches using the 
Papanicolaou stain to dye the nuclei of biological cells, which is 
a well-known multi-chromatic stain used on cytologic specimens to 
provide the level of trajisparency and detail important in cancer 
screening. However^ this type of "chemical marker" is a single 
permanent dye, and does not suggsst using a plurality of different 
chemical markers to label the same biological objects with 
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different markers in each image . 
suggest the presently claimed method 



preparing for such marking, 
slides should be rinsed prior to 



object with different chemical 
microscope images, wherein a 
performed between taking the 
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Thus, Luck fails to teach or 



Claims 4, 5, 13, and 15 aire rejected as allegedly obvious 
over Luck, as modified by Watanabe and as applied to claim 3, 
further in view of Hemstreet. According to the Office Action, 
Luke does not teach marking biolbgical objects with flurochrome or 



Hemstreet allegedly teaches that 
staining with a f luorochrome , 



While Hemstreet might teach creating a fluorescent image, 
Hemstreet does not teach or fairly suggest marking a biological 

markers and taking two or more 
bleaching or rinsing step is 
individual microscope images . 
Instead, Hemstreet, in particular at column 28, lines 27-32, as 
referenced in the Office Action[, merely teaches how to prepare a 
poly-L-^lysine-coated slide, on which a sample is mounted. 
Otherwise, Hemstreet teaches using the grey level of one 
quantative fluorescent image of; cells which may be stained with 
one or more markers at the sane time . The Hemstreet examples 
teach the use of three markers simultaneously. There is no 
teaching in Hemstreet whatsoever of taking two or more microscope 



images, wherein biological ob; 



ects are stained with different 
chemical markers and a bleaching or rinsing procedure is performed 
between taking the individual images. 

Applicant holds the view that even if, argruendo, a person 
skilled in the art had modified the teaching of Luck according to 
Watanabe and combined it with the teaching of Hemstreet, the 
references, either alone or in combination, would not have 
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rendered obvious the presentlly 
analysis, which requires the use 
each image and a bleaching or rins 



references 



Thus, none of the 
combination, teaches or suggests 
images of biological objects wi 
markers for each image and rinsing 
such markers. Because not evdry 
suggested by the references citeji 
prima facie case of obviousness 



cited, either alone or in 
^ Obtaining two or more microscope 
the use of dif f erent chemical 
or bleaching between applying 
claim limitation is taught or 
the references do not support a 
:Eor the present claims. 



:ouraged 



The Examiner xs encc 
attorney to discuss any matter 
the present application. 
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claimed method of automatic 
of different chemical markers for 
ising step in between. 



to t e 1 ephone the unde r s igned 
:that would expedite allowance of 



Respectfully submitted, 

TIM WILHEIiM NATTKEMPER ET AL. 



By: 




Holliday C. yeeine, Ph.D. 
Registration No, 34,346 
Attorney for Applicant (s) 
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